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* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Notice to Applicant 

1 . This communication Is in response to the Non-Final mailed on 03/14/05. Claims 
1, 17 and 33 have been amended. Claims 1-48 are pending. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<lll in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-48 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DeBruin-Ashton (6,014,629) in view of Joao (6,283,761 ) for substantially the same 
reasons given in the previous Office Action, and incorporated herein. Further reasons 
will be presented hereinbelow. 

(A) Claims 1,17 and 33 have been amended to include the limitations of: "the 
automatically determined at least one treatment option and further based on a treatment 
preference". However, this limitation has been clearly shown in Joao (See Col. 34, lines 
16-30). 

(B) Claims 2-16, 18-32 and 34-48 have not been amended are therefore rejected for 
the same reasons given in the previous Office Action, and incorporated herein. 
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Response to Arguments 

4. Applicant's arguments filed on 06/16/05 with respect to clainre 1,17 and 33 have 
been fully considered but they are not persuasive. Applicant's arguments will be 
addressed hereinbelow in the order In which they appear in the response filed on 
06/16/05. 

(A) At pages 1 1-17 of the 06/16/05 response, Applicant argues the followings: 

(1 ) The rejections of claims 1-48 under 35 U.S.C. 103 (a), specifically in claim 1 
in which states "the automatically determined at least one treatment option and further 
based on a treatment preference. 

(2) DeBruin and Joao do not disclose teach or suggest each and every limitation 
of amended claims 1,17 and 33. 

(3) DeBruin and Joao do not teach or suggest "a second software portion for 
automatically determining at least one appropriate service provider based on the 
automatically determined at least one treatment option and further based on a treatment 
preference". 

(B) With respect to Applicant first argument, Examiner respectfully submits that Joao 
discloses "FIGS. 12A and 12B illustrate another preferred embodiment method of 
utilizing the present invention, in flow diagram form. In the preferred embodiment of 
FIGS. 12A and 12B, the present invention can provide notification to any respective 
party, electronically and/or otherwise, in response to the occurrence of an event, 
happening, and/or occurrence. While the description of the embodiment of FIGS. 12A 
and 12B will be directed to notifying a doctor or other healthcare provider when a patient 
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requires the provider's treatment and/or care, it is important to note that the embodiment 
of the FIGS. 12A and 12B can be utilized so as to provide notification services and/or 
functionality for any defined event, happening, and/or occurrence, and to any of the 
respective patients, users, providers, payers, and/or intermediaries, described herein. 
The operation of the apparatus 100 commences at step 1200. At step 1201 , the 
provider can access the central processing computer 10. At step 1202, the provider can 
select and/or enter the information concerning the notifying event, happening, and/or 
occurrence, and/or the conditions for notifying the provider. For example, an obstetrician 
can request to be notified when a pregnant patient enters a hospital in labor. At step 

1203, the central processing computer 10 processes the above information. At step 

1204, the central processing computer 10, upon receiving information conceming the 
pregnant patient's admission to the hospital, will process the pregnant patient's 
information which correspond to Applicant's claimed feature (See Joao, Col. 34, lines 
16-342). Therefore, Applicant's arguments are non persuasive and the rejection is 
hereby sustained. 

(C) With respect to Applicant second argument. Examiner respectfully submits that 
obviousness is not determined on the basis of the evidence as a whole and the relative 
persuasiveness of the arguments. See In re Oetiker, 977F. 2d 1443, 1445,24 USPQ2d 
1443, 1444 (Fed. Cir. 1992); In re Hedges, 783F.2d 1038, 1039, 228 USPQ 685, 686 
(Fed. Cir. 1992); In re Plaseckii, 745 F.2d 1468, 1472. 223 USPQ 785, 788 (Fed. 
Cir.1984); In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976). 
Using this standard, the Examiner respectfully submits that he has at least satisfied the 
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burden of presenting a prima facie case of obviousness, since he has presented 
evidence of corresponding claim elements in the prior art and has expressly articulated 
the combinations and the motivations for combinations that fairly suggest Applicant's 
claimed invention (See the previous Office Action). Note, for example, in the instant 
case, the Examiner respectfully notes that each and every motivation to combine the 
applied references are accompanied by select portions of the respective reference(s) 
which specially support that particular motivation and /or an explanation based on the 
logic and scientific reasoning of one ordinarily skilled in the art at the time of the 
invention that support a holding of obviousness. As such, it is not seen that the 
Examiner's combination of references Is unsupported by the applied prior art of record. 
Rather, it is respectfully submitted that explanation based on the logic and scientific 
reasoning of one of ordinarily skilled in the art at the time of the invention that support a 
holding of obviousness has been adequately provided by the motivations and reasons 
indicated by the Examiner, Ex parte Levengood, 28 USPQ2d 1300(Bd. Pat. App.& 
Inter., 4/22/93). Therefore, the combination of references is proper and the rejection is 
maintained. 

In addition, the Examiner recognizes that references cannot be arbitrarily altered 
or modified and that there must be some reason why one skilled in the art would be 
motivated to make the proposed modifications. However, although the Examiner agrees 
that the motivation or suggestion to make modifications must be articulated, it is 
respectfully contended that there is no requirement that the motivation to make 
modifications must be expressly articulated within the references themselves. 
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References are evaluated by what they suggest to one versed in the art, rather than by 
their specific disclosures, In re Bozek, 163 USPQ 545 (CCPA 1969). Therefore, 
Applicant's argument is not persuasive. 

Further, it is respectfully submitted that Applicant merely provides a piecemeal 
analysis of the teachings of the Bruin-Ashton and Joao references, separately, and in a 
vacuum. As such, it is respectfully submitted that one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & 
Co.. 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

In addition, with specific reference to Applicant's remarks about the Bruin-Ashton 
reference, the Examiner respectfully submits that it is sufficient to demonstrate that the 
prior art meets the limitations as claimed, whether by a single instance or scenario, or in 
every possible preferred embodiment, since it was determined in In re Lambert! et 
al, 192 USPQ 278 (CCPA) that: 

(i) obviousness does not reoulre absolute oredictabilitv : 

(ii) non-preferred embodiments of orior art must also be considered : and 

(iii) the question is not express teaching of references, but what they would 
suggest. Therefore, Applicant's arguments are non- persuasive and the rejection is 
hereby sustained. 

(D) With respect to Applicant third argument. Examiner respectfully submits that 
DeBruin discloses "the brochure template may be set up using a computer system 126 
such as an Apple Macintosh. RTM. having a document design software program, such 
as Quark XPressX.TM., and an image processing program, such as the Adobe 
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PhotoShop.TM. program. The completed template directory is stored in template 
directory memory 124 of the computer processor. The operator of the computer system 
invokes a print command to cause the computer processor 104 to begin assembling the 
information needed to print the directory. The operator may also specify certain 
parameters regarding the customers for whom the directory is to be published, such as 
limiting the printing of directories to customers who have joined the service provider In 
the preceding three months. The computer processor in step 204 selects a subscriber 
name from the customer database 1 10. In addition, the customer's address and 
preferences, e.g., previously-selected physicians and physician specialties, nfiay also be 
obtained for the selected customer from the customer database. In step 206, the 
address information for the selected customer is used by the mapping software 
application and mapping database 106 to determine a geographic region that is local to 
and surrounds the customer. The geographic region surrounding the customer may be 
determined by zip code or by some other algorithm for determining a local geographic 
region for the customer, such by determining a one-half mile radius around the 
customer's address. Once the geographic region for the selected customer is 
determined, the group physician database 108 is accessed to identify those group 
physicians and other health care providers having office addresses within the 
geographic region defined for the customer in step 208. In step 210 a determination is 
made as to whether the number of physicians and health care providers selected as 
having addresses within the geographic region surrounding the customer is a sufficient 
number for printing in the directory. If the number of physicians and providers selected 
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is fewer than a ttireshold number, such as two dozen, then in step 212 the geographic 
region corresponding to the customer is expanded to include a broader geographic area 
so that additional physicians and health care providers may be included in the directory. 
Once a sufficient number of physicians and health care providers having office 
addresses within the geographic region surrounding the customer has been selected, 
then the selected physicians may be sorted by their specialties" which correspond to 
Applicant's claimed feature (See DeBruin, Col. 11, lines 1-45). Therefore, Applicant's 
arguments are non-persuasive and the rejection is hereby sustained. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanel Frenel whose telephone number is 571-272-6769. 
The examiner can normally be reached on 6:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6769. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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